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Intellectual Capital

Intellectual Capital is knowledge that can be turned

into profit”
Tangible Assets Intangible Assets
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. plants Human Assets:
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* equipment what walks out know-how
*  Duildings e eoar aline Intellectual
end of the day Property:
 product inventories ETODETLY.
Customer patents,
 financial assets Capital trademarks,
relationships trade secrets

* See Profiting from Intellectual Capital, by Patrick H. Sullivan, published 1998 by John Wiley & Sons, Inc.




"y Overview: U.S.IP Framework

* Federal System  State System
— Patent — State Trademarks/
— Copyright Competition
— Trademark — Trade Secrets
— ITC Exclusion — Rights of Publicity
Orders — Contracts
— Customs and Border — Common Law Torts

Enforcement



§IP: Basic Features

Property Rights

Most IP rights are Territorial
e Important differences between national systems
— TM: 15t to file vs 15t to use

— Patents: Grace period?

« Enforcement mechanisms; vary around the world



Patents

— A patent gives the holder the right to
exclude others from making, using,
selling, offering to sell and importing
any patented invention.

— Processes, machines, compositions of
matter, products



Trademarks

— Includes any word, name, symbol, device or
combination , that is used in commerce to identify
and distinguish the goods of one manufacturer or
seller from those manufactured or sold by others
and also to indicate the source of the goods.
Trademark is a brand name.

— A service mark is any word, name, symbol, device
or combination that is used, or intended to be
used, in commerce to identify and distinguish the
services of one provider from those of others, and
to indicate the source of the services.

http://www.techtransfer.umich.edu/resources/inventors/index.php



Copyrights

The Copyright Act generally gives the owner the
copyright the exclusive right to conduct and authorize
various acts, including reproduction, public
performance and making derivative works

Covers literary, dramatic, musical, artistic and certain
other intellectual works as well as computer software

Available to both published and unpublished works

Automatically secured when work is fixed into tangible
medium such as a book, software code or video etc.

http://www.techtransfer.umich.edu/resources/inventors/index.php



Trade Secrets

* Any valuable business information that is not generally
known and is subject to reasonable efforts to preserve

confidentiality.

— Three Factors to maintain property right
e Restrict access — need to know basis

 Employee contracts require confidentiality of all business
sensitive information

» Confidentiality agreements with all third parties

http://www.techtransfer.umich.edu/resources/inventors/index.php



Educate Management and

Employees

 Ensure basic understanding of trademarks,
copyrights, patents, and trade secrets

e Train scientists/inventors in record keeping,
patent application filing process

« Align management priorities in Intellectual
Capital Strategy



Establish Policies and

Procedures

Research
— Observations and experiments

— Keep good records (lab notebook photographs/drawings with dates
and witnesses, etc)

e Pre-Disclosure
— Contact Tech Transfer

e |nvention Disclosure
— Disclosure Form

e Assessment
— Search of prior users, prior publications

 Protection
— Patent, trademark, copyright, trade secrets
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Market
— Start-up
— Existing Business

Licensing

— Contract between the rightholder and a third party in which the
rights are licensed (without relinquishing ownership) for financial
and other benefits

— Creator’s involvement is critical, knowledge, contacts, sustained
effort and ongoing interactions with counterparts in licensing
company often closes deal and leads to successful
commercialization

Commercialization

Revenue

— Incentives to creators/inventors (royalties/distribution, recognition
program)
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IP and IC: Best Practices

Julie L. Davis Edison in the Baordroom Wiley & Sons 2001
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Defensive

Objective

— |IP viewed as a legal asset to create a defensive
position and to obtain access to the technology of
others

Best Practices
— Take stock of what you own
— Obtain IP while ensuring freedom to operate
— Maintain your patents
— Respect the IP rights of others
— Be willing to enforce
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Cost Control

Objective
— |IP viewed as a legal asset
— Reduce IP costs
— Refine and focus both IP creation and portfolio

Best Practices
— Relate patent portfolio to business use
— Establish an IP committee
— Establish a screening process and criteria

— Set detailed guidelines for patent filing and
renewal

— Regularly and systematically review the portfolio
to prune
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Profit Center

Objective
— View IP as a business asset
— Begin to monetize IP
e Tactical (non-core, non-strategic)
 Low-hanging fruit

Best Practices
— Implement management ownership
— Organize to extract value
— Start a proactive licensing organization
— Develop advanced screening criteria
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Integrated

Objective
— View IP as a business asset
— Leverage IP across the organization
— Utilize IP more strategically

Best Practices
— Align IP strategy with corporate strategy
— Manage IP across multiple functions
— Conduct competitive assessment
— Codify and share IP knowledge across company
— Focus on strategic value extraction
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Visionary

Objective
— Use IC to stake a claim to the future
— Embed IC into the corporate culture

Best Practices

— Utilize the whole arsenal of IC strategically —
Identify, create and exploit trends in own
Industry to establish new rules of the game

— Institute a performance measurement and
reporting system
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Goal: Business IC Strategy

e Visionary: Creation of new businesses with IC
foundations

e Total Integration: IC Strategy with Business
Strategy

« Complete alignment: R&D, agreements, patents,
trade secrets, publications, marketing, customer
relations, process implementation
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= Protecting Your Intellectual

x> Property Rights

How do you protect your IP rights?
Take a Three-Step Approach!

1. ldentify IP
2. Secure |IP
3. Enforce IP
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STEP 1) Identify IP

e Conduct an “Internal IP Audit” to
identify:
1. What Is already protected?
2. What else can be protected?
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2N Identify IP: Conduct an IP Audit

Identify all registered trademarks and copyrights
along with any patents and licenses

ldentify any trademarks or copyrights that are being
used that may not be registered, as well as any
business processes or inventions that are not
patented

ldentify any IP being used that may belong to third
parties and identify whether licenses are in place

Identify IP that can be licensed
Identify IP others may be infringing upon

21



4 N\ Protecting Your Intellectual

I~y 2
= G 5
[ =
Bl s g .
e } .{l.
< RS ART
~22>=)/) Property Rights
{{"‘l 1‘\."\“
‘ENT oF CO'

STEP 2) Secure IP
1. Confirm Ownership
2. Register/File for Protection
3. Maintain IP
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Securing Your Intellectual Property

—Be aware of International iIssues

e Differences In national treatment
— Protection
— Enforcement

Location of Markets
Coverage of R&D

Manufacturing including competitors,
counterfeiters, pirates

Distribution
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Protecting Your Intellectual

Property Rights

STEP 3) Enforce your IP
e Legal Options:
1. Civil
o State and Federal
» Alternative Dispute Resolution (ADR)

2. Criminal
e Department of Justice
e Police

3. Administrative
e Customs (Border Enforcement)
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Cost Effective Enforcement

Procedures

Conduct a preliminary cost/benefit analysis

Determine the strengths and weaknesses of
the IP protections against the investment in
development or defense.

Consider sending a cease and desist letter
Consider using a specialized law firm
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Enforcing Your Intellectual

Property Rights: Abroad

e Seek local support to enforce your IP
rights:

— Contact the local trade associations for your
Industry

— Contact local Embassy in country
— Contact local officials who enforce IP rights

* Hire a lawyer Iin the foreign market:

— Should work jointly with your IP lawyer and
foreign lawyer with local expertise

— Protect and enforce IP rights based on local
law
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= Protecting Your Intellectual

x> Property Rights

How do you protect your IP rights?
Take a Three-Step Approach!

1. ldentify IP
2. Secure |IP
3. Enforce IP
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USPTO Web Site

More information?
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Welcome to the only official Website of the For | Site Overview - New Users ¥ | Go  Search | Go

UNITED STATES PATENT AND TRADEMARK OFFICE

An Agency Of The United States Department Of Commerce

PN gy 0O t Only | Site Index | FAQ | Glossary | How To Guides | eBusiness | eBiz Alerts | News | Help | How To Search | Resources

About USPTO
Patents
Trademarks |
Hall of Fame Inventor Forrest Bird to Speak at
Copyrights Independent Inventor Conference
Space Limited...Register Now S SMALL BUSINESS
Policy & Law F-:'\ K ES Intellectual Progerty Help from

the United States Patent and

Dr. Forrest Bird, whose invention of the “Baby Bird” respirator Trademark Ofiice

Products & Services i . .

has saved the lives of millions of infants over the years, has

Strategic Planning joined the roster of speakers for the Chicago Regional

" Inventors Conference on July 28-29. Dr. Bird was inducted
ow To

into the Mational Inventors Hall of Fame in 1995.

Inventor Support
The Conference is co-sponsored by the United States Patent
and Trademark Office (USPTO), Morthwestern UniversitJ
School of Law and the Mational Inventors Hall of Fame. It will
be held at the Northwestern School of Law, 375 E. Chicago

Emergency Notices

Contact Us

Avenue.

Other speakers at the event include Commissioner for Patents John Doll and Louis Foreman, CEO

of Enventys, a product design and manufacturing firm. Foreman is also executive producer of the
upcoming PBS series, “Everyday Edisons.” The series, which features the inventions of 14

\ Department
h ! f
Com{:nerce

e

independent inventors, will premiere in September.

Various USPTO experts will be on hand to conduct workshops and one on one meetings with
attendees. The two days will be packed with vital information for both novice and seasoned
inventors. Space is limited so register now. For more details on the conference and to register
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USPTO Website: Patent

Information

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts eBusiness eBiz alerts News Help

Patents

Check NEWS & NOTICES for the latest Patent news, announcements and official notices
Patenting ...

Basic facts about patents

How to get a patent 0

Types of patents

Registered patent attorneys & agents &%/

You can APPLY for a patent online (EF5-Web) <

Corresponding re: patenting (rules for)
see
» Responding to office actions (§700)
» Customerrequested actions (all)
= Assignmentils of ownesship (§200)
== more about assignments
Manual of Patent Examining Procedure - MPEP'E

FEES and payments $
Look-up & Pay Patent Maintenance Fees §

FORMS - printable & fillable

Mailing Addresses -0

Patent Appeals & Interferences - procedures & proceedings 15
(Board of Patent Appeals and Inferferences)

Patent Prosecution Highway (120/USPTO fast-track examination):

if either the Japan Patent Office (JPO) or the USPTO rules that st least one claim in an application is patentable, an applicant may
request that the other office fast tradk the ination of c ing claims in ¢ applications

Searching
Patents

eBusiness
What you can do online ...

use Patent Electronic Business Center <
to file, search, check status, view documents, and more...

Help ...
40 FAQ - questions & answers
Glossary

<40 How to search patents & more

<40 Inventor Assistance Center

Inventor Resources - Basics for new inventors

Musicians, Artists & Authors

Patents Organization Chart (org chart, advanced resources & phones)

40 PCT Help (intematicnal patenting)

Search Aids ...

= Patents OG (e0G:P) - browss recent wesks' patents
0G (Official Gazette) - regular & specisl fftices

Manual of Patent Classification - search tip - sfier retrisving s class listing, dick the [8 icen for sny dlass in the
online manusl to sutomaticslly search and retrieve patents for that classification code

Search Templates desoribe search resources for the classified areas of science and technelogy found in the USPTO

Inventor’s
Resources

completensss of any search.

See How to Search for more search tools

Plugins and viewers
- PDF, TIFF patent images, etc.

Patent Publication Services

<7 PTDL - depository libraries fer pst

nd trademark information and general ressarch assistance

SEARCH = existing patents and published applications

See eBusiness column on right for patent searches; assignment!is searches & services: e-filing: application
status & images of documents; and more online services.

Guides ...

<0 About Patents, Trademarks, Servicemarks and Copyrights
40 Guidance, tools & manuals
Policy & procedures

Advanced users: alse s=e Patent Examination Policy
Special patent mailboxes
47 Training & conferences

Authority file - list of Patent Numg-=:
Expired patents
Extended Patent Terms
Patent numbers (ranges f;
Statistics, weekly data
Withdrawn patents

the online Image datsbase

Resources ...

2sout Image File pers

Business methods patents
Inventor Resources
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Questions?

James Housel
lames.housel@uspto.gov
WWW.Uspto.gov




